Patent Prosecution

I.  Intro

II.  Different Types of US Patents

III.  Parts of a Patent Application


Specification: 

A.  Title of Invention: describes invention in broad terms: PTO prefers 2-7 words 

– could be used as an aid to interpret patent claims


B.  Cross-Reference to Related Applications: you must ID any related patent applications, list of 

Copending US Apps & their status. Prior art patents & Tech Pubs submit as Information 

Disclosure Statement (IDS)


C.  Field of Invention: ID general tech areas related to the invention – for subject matter claimed


D.  Background of the Related Art: educates examiner & public as to the problem solved by invention



- don’t put info into prior art section unless it truly is!  If uncertain to be safe, characterize the 

subject matter as Related or Background Information instead of prior art.


E.  Summary of the Invention: general statement of the invention; should depict the full scope of invent

F.  Description of the Preferred Embodiment: Includes Written Description of the Invention & must 

explain clearly how to make and use 



- inventor may be own lexicographer but must define obscure words



- Incorporation by Reference Rule – allows a patent app disclosure to include the subject matter 

of the reference that is being incorporated in the app by merely referring to the reference by name. May also be other publicly available prior art


G.  CLAIMS 



1.  Basic Parts of a Claim ~ § 112 ( 2, Specification shall conclude with at least one claim 

particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.  

(preamble may limit claim ~ pg 908)

~ I (or we) Claim: a _________ , (transition phrase) comprising….




a.  Single Sentence Rule ~ Look for periods (abbreviations allowed) 

-  Fressola / MPEP §608.01




b.  Independent Claims - stands alone




c.  Dependant Claims - adds features to an independent or other dependant claim







- generally more detailed, thus, narrow scope of claims





Multiple Dependant -





- must narrow, dependant claim can not be broader





~ 112 ( 5 - Multiple Dependant claim shall NOT serve as a basis for any other 

multiple dependant claim??



2.  Claim Language: 




Transition Phrases




a.  Comprising – Open 




b.  Consisting of – Closed – adding an additional part would normally avoid 

infringement ~ normally used to avoid the prior art in order to secure a patent

- if competitor would add a trivial ingredient that does not react or have any 

effect then might not infringe, but any active ingredient or part would take out of claim’s scope and not infringe 




c.  Consisting Essentially of – Not totally Closed – read to leave the claim open to 

additional elements that do not materially alter the basic characteristics of the invention. ~ broadens claim scope to some degree




Avoid having to use Closed Claims to avoid prior art by using:




Negative Claim Limitations:  compound comprised of A & B, which is void of C, or








wherein C is absent from said composition 





- so if any small thing like a color or flavor is added, would still infringe





- good when competitors could NOT use A & B & C





* ie, comp of matter claim: A + B






- how to get around prior art of: A + B + C – (oil additive) prior art






* Draft a claim w/ a Neg Limitation: Composition comprising:







A + B wherein said composition is void of element ‘C’




d.  EACH New claim must be 1st introduced by an Antecedent Basis: “a” or “an”





- when referring to the element again use: “said” or “the”




e.  Alternate Limitations or Expressions: 

claim 1 = A & B; claim 2 = A & C, or could write as 1 claim, 


with “or”,  “and/or” ( A & B or C; A & B and/or C ( only when 2 members





or A & at least 1 member consisting of the group B & C(only when 2 members





~ if 3 or more members of a group, must use Markush



3.  Markush Language – A & a member selected from the group consisting of B & C, or 

allowed when only 2 members of the alternate group:  “and/or” is the same…

- If you want to specifically claim a compound with A, B & C ( in Markush must say 

in the 1st claim “at least 1 member” of the group consisting of: 



4.  Jepson Claims – used in cases where you have an Improvement over an earlier invention




- admits that everything in the preamble is in the prior art.  Starts with “IN”




- IN ___(prior art)_____, THE IMPROVEMENT COMPRISING______



5.  Means-Plus-Function Format – A means for performing a specified function w/o reciting 

in the claim the specific structure, material, or acts disclosed in the specification.

- 112 ( 6: look to corresponding structure in the spec to interpret claim



6.  Weasel Words – 
Good = about, at least, essentially free/void of, substantially



112 ( 2 = Indefinite -
BAD = at least about, a sufficient amount, similar, a type of 







~ effective (amount/temp) is generally accepted 




- see page 826 for ‘Specific Phrases’

* Exemplary language can never be used in claims * ie, can NOT use examples in claims 

(pg. 866)



~ Different Statutory Class Claim Formats ~




a.  Machine and Article Claims: pg 48 - b.  Process Claims: pg 49




c.  Product-by-Process Claims: pg 49 - d.  Mixed-Limitation or Hybrid Claims: pg 50

IV.  Prosecution and Appeals


A.  Patent Term:
Critical Date:   June 8, 1995



1.  If Filed on or after critical date – Inventor gets 20 years from Non-Provisional Filing date

2.  If patent was filed before critical date; inventor gets the longer of:


i.   17 yrs from the date of Issue


ii.  20 yrs from the Non-Provisional Filing date

3.  Never take the foreign priority date into account: Patent term is from US NP filing date

4.  Life of Patent = date of NonProvisonal filing/issue:  But, Priority = date of Provisional


- Provisional App does NOT start the running of the 20 yr clock

5. Continuation application doesn’t matter, still be 20 yrs from filing date of NP

6. CIP – New Matter is added: gets new filing date & can NOT claim earlier filing date, for 

priority purposes,  BUT


- Patent Term (life) still runs from the original filing date of NP application.


- Might be better to file a fresh application


B.  Filing ~ Several Ways ~ or Application Types

DATE:

- Mailed:  first class, date = when arrives



- US Express Mail w/ a certificate of mailing = date you deposit


1.  Non-Provisional – 

- Original Application - complete US patent app that discloses an independent invention not based on any other U.S. patent applications pending before the PTO for examination




a.  Priority Date wrt prior art references & other patent apps… 





i.  date of filing the NP





ii.  date that Prov is filed





iii. date of 1st filed foreign app, if you file in the US w/i 1 year




b.  Foreign Filing: will normally receive ‘foreign filing license’ (blue card) with return 

post card giving serial no. & filing date ~ But if not may file foreign 6 months after filing US date as a right



2.  Provisional – preliminary app that permits an applicant to secure an early filing date to 

preserve rights to an invention – Never Examined

- requires specification & drawings & filing fee:  but no claims
~ US Law requires US inventors to file first in the US before going overseas- Prov

a. Filing NP in the USPTO ~ date = priority day

b.  Inexpensive:  $150 for Large/$75 for Small entity:  Large entity is 500 or more folks




     normal NP filing fee: $750 Large/ $375 Small
 :   Small is < 500 (avg over 1 yr)




c.  can make changes but may loose priority date if the final product would lack support


??


* Can’t Amend a Provisional since its never examined – claims not looked at




d.  can also file a 2nd provisional application

3.  Continuation – based on an earlier filed application (parent application)




- filing date and priority date same as original filed app




- must be filed when original is still pending



4.  Continuation in Part (CIP) – contains additional subject matter that is NOT contained in 

the earlier filed or parent application ~ would only get new filing date for new material

~ merely labeling an app as a CIP filing is usu not deemed estoppel for ‘new matter’

~ 1 case where a CIP will be deemed to be new matter to material added:


- rejection by examiner for “new matter” to the application, &


- under a final rejection, &


- file a CIP adding new material that explicitly supports the claims

     * Unless you explicitly state otherwise when filing the CIP

A.  If you have to add new matter/element to get around prior art or to broaden – you 

might want to consider trashing the filing already made & filing anew so you can get the whole 20 years…



5.  Divisional – results when PTO divides an earlier filed patent application, or Restricts the 

application to a subset of the originally filed claims

- filing date is same for subject matter common to both

- priority date as of time filed for subject matter not common to both

~ occurs when original application claims 2 or more inventions that are distinct from 

each other, the PTO will require a separate Divisional App.




a.  Usually Result from a Restriction Requirement – PTO thinks more than 1 invention 

in the application;  Requires applicant to make an “Election” – make it “With Traverse” in order to keep your options open to argue against later ( then file the Divisional App.



6.  Continued Prosecution Application (CPA) –




- creates a seamless transition for requesting further examination of the application



7.  Statutory Invention Registration (SIR) –  NP app may be converted into a SIR while pend




- A Provisional app cannot include a request for a SIR.




- Defensive: SIR permits an inventor to forego the grant of a patent while preserving the 

opportunity to contest priority through interference proceedings(102(g)) & Prevents competitor from being able to patent same subject matter.




- preserves the right to practice his invention as against any later inventor, but foregoes 

the right to exclude others…




- deemed prior art under 102(e), thus SIR becomes prior art as of the original 

application date filed – usable as a reference as of its filing date in the same manner as a patent




- examiner only looks to whether app complies w/ 112 & is suitable for pub…

- if rejected (for 112) may appeal like normal

- danger if any app is copending…


C.  Acceptance of Patent Application for Examination 




        pg. 56



1.  Min requirement to obtain a filing date is that app contain a specification & at least 1 claim:




~ filing fee, list of inventors, & declaration may be submitted after the filing date, 

inventor will get a “Notice of Missing Parts” & a time period for filing



2.  NO requirement that invention be 1st Reduced to Practice


D.  Examination



1.  Office Actions = communications from the Patent Office to the applicant (objections/rejects)



2.  Applicant files either i) Response to Office Action or ii) Amendment  proposing changes 



3.  If agreement is reached, applicant will receive a “Notice of Allowance” 


E.  Rejections and How to Handle



Rejection: failure of app to comply w/ statutory requirements 



Objection: failure of app to comply w/ PTO regs or failure to comply w/ stat requirements



~ only statutory-based Rejections/Objections are appealable to the Board of Patent Appeals



~ nonstatutory-based objections are reviewable by the Commissioner of Patents by petition

1.  Prima Facie Case of Unpatentability:  PTO must provide the basis why a patent app is not 

patentable, the prima facie case represents the minimum amount of info that the Examiner must provide to satisfactorily justify why the patent app is not patentable…



2. Applicant may appeal examiners rejection to i) the Commissioner if the adverse decision is 

based on internal Patent Office regulations, ii) Board of Patent Appeals & Interferences (PTO admin ct) if the adverse decision is based upon US patent law statutory requirements… then decisions of Commissioner or Board may be appealed to a Federal Ct.



3.  Response/Amendment:  Office Action will require inventor to file a response/amendment 

w/i the shortened 3 month statutory period (unless PTO forget & then get 6 months).

- 3 months from the date of mailing by the PTO: weekends/holidays get next bus day

- period of response may be extended by 3 months (to 6) – may make a retroactive 

request at the time of filing the response for an extension of time & must pay a 

??


fee ~ thus, 3 month extension is automatic…(except on reexam)




- if office action has been made final, the period of response will not be suspended & 

the app will either be allowed or abandoned at the end of the 6 months.




- if after 6 months & you haven’t done anything: would have to request a ‘revival’- 

‘petition to revive’ - say abandonment was unintentional & pay a high fee, 

- But if ‘Unavoidable’ (ie, a fire) petition that abandonment was unavoidable, cheaper

~ special actions = petition to the Commissioner (present evidence)




* At the end of 3 month period ~ best bet may be to “File a Notice of Appeal”





i) Less Expensive ~ do NOT have to pay for extension





ii) Gives you 2 months (date the appeal brief is due) ~ thus, like an extension





~ Kills 2 birds with one stone, eliminates need to file/pay for an extension




* At the end of 6 month Period:





i) Abandon Application: Unless File: a) Notice of Appeal, or b) RCE





ii) File a Continuation Application ~ must still be pending




a.  Amendments: if specification – must rewrite the entire paragraph:





1.  Rewrite as amended, 2. Remarks- describe change, 3. Include version with 

markings to indicate changes made (below)





- At the end of the Amendment must show the Examiner the changes you made:






[excluded, material taken out]   -   added material is underlined






may also use strike out to show ~ used when brackets are in orig claims 





* Whenever you add New Claims, give them the next series of #s never give 

cancelled #s.




b.  May Amend claims at anytime during pendency of the app – prior to final rejection




- But: if amend in a manner not supported by original specification fails written descript

* may amend specification: But can’t add New Matter to spec (§ 132)


~ could file a continuation: but CIP would be Bad b/c earlier date does no good

- if spec and claims both incorrect: could not amend, would have to file new Prov app

c.  If a typographical error (ie, inventor’s name spelled wrong) then file a ‘letter of 

correction’ to the PTO stating a typo was made: no fee if fault of the PTO

4.  Final Office Action:  in most cases the second Office Action will be made final, once an 

OA is made final, only minimal changes are then permitted by the applicant (examiner 

maintains discretion to allow any further amendments) 

- Applicant must file any amendments w/i 2 months to avoid deadline
- Examiner must mention rejections/objections that were specified in an earlier OA or 

they are assumed to be withdrawn




a.  Premature Final Office Action: if applicant made no amendments to the claims (to 

cause a new rejection) in the prior response & the Examiner then issued new rejections, then the OA cannot be made final.


        pg. 73





~ example would be if Examiner issues a new rejection using newly discovered 

prior art on claims not previously amended… file a petition to remove final rej.




b.  Advisory Action… (see notes for ??)




c.  Trying to overcome Finality of Rejection:





i.   File a Continuation Application: only while still pending, claim orig priority 

until abandoned, gets additional evidence in (delay, gives added time)





ii.  File a Continued Prosecution Application (CPA) – 





iii. File a Request for Continued Examination (RCE) –



4.  Appeal to Patent Office:  Board of Patent Appeals and Interferences shall determine 

questions of priority of the inventions and may determine questions of patentability

~ alternative to Appeal (to Board or Comm.) is to refile the app as a continuation app, 

which may include changes/amendments that may place the app in a condition of allowance w/o the necessity of appeal (may be less expensive)

Notice of Appeal – file an Appeal Brief w/i 2 months, may request oral hearing 

- (once you file a Notice of Appeal, many examiners will back down and may 

give allowance)

5.  Appeal to Federal Court:  2 types: i) adverse decision of Board, or ii) of Comm.




- i) US Dist Ct. usually District of Columbia (unless decision of Comm. then under 

Admin law provisions, appealble in the district where plaintiff/applicant resides)

- may present New Evidence to district court




- ii) may appeal directly to CAFC



   

         pg. 80

** Don’t cite nonprecedential opinions to the CAFC ~ usually won’t consider

F.  In a Hurry to Get Patent Issued ~ “Petition to Make Special” may be filed when:

 


~ normally apps examined on a first filed, first examined basis



1.  Claiming a new product & manuf. depends on funds based upon the receipt of patent



2.  Can show that a 3rd Party is Infringing the Patent



3.  Inventor is in poor health, affidavit from a doctor



4.  If inventor is 65 years or older



5.  Improving Quality of Environment



6.  Energy Resources/Conservation



7.  Recombanent DNA



8.  Super Conductivity



9.  HIV/AIDS 



10. Cancer



11. Countering Terrorism



12. Bio-Technology & Application assigned to a small entity


G.  Publication of Patent Applications


??
1.  After 18 months from filing date ~ only publishing apps that are published in some foreign 

country.



2.  Ways to stop publication:




i.  Not filing in another country that publishes – & file a statement of present intention 

~ may change mind and file another paper




ii. Application goes Abandoned




iii. Design Patent Apps not published




iv. Secrecy Order obtained



3.  Significance: an infringer may now have to pay a reasonable royalty after app is published




- may still alter claims before being published 

V.  Inventorship

A.  Constitutional requirement for rewarding patents.  § 101 Whoever invents ~ requires an inventor


B.  In determining Inventorship, the key is Who Conceived of the idea ultimately claimed.

* Conception (in the claims) is key: it exists when a definite & permanent idea of an operative 

invention, including every feature of the claimed subject matter is known & able to be applied in practice.  Permanent Idea = when a particular solution is in mind.

- Complete when one of ordinary skill in the art could construct a system or perform the process w/o 

unduly extensive research or experimentation.

- For Conception an Inventor need not know invention will work.

C.  Discovery of the Problem alone is not sufficient to be an inventor: must be some connection or 

participation in the solution to be the inventor

- Suggesting a broad idea is not enough


D.  Routine Skill – exercise of ordinary skill by a person in developing something is generally 

insufficient to warrant the status of inventor.

- one who merely explains the state of the art to the true inventors is not an inventor (suggests)

~ an inventor may use the services, ideas, and aid of others in the process of perfecting his   

    invention w/o losing his right to a patent.

- simply supplying a product used in the invention or process is not enough


F.  Derivation of invention from another - § 102(f)- No patent when ‘he did not invent the subject 

matter sought to be patented’ 



* Same Company: if A conceives but puts results on the shelf for a long period of time.  B 

takes over and makes the same invention (no working together) the question is then: 

1) Whether B has knowledge of A’s work or constructive knowledge,

2) If Yes, then A should be Inventor sole

3) If NO, must consider just like a normal interference between 2 separate entities: ie, 

Did A use due diligence from the time of conception, if NO then B is inventor.


G.  JOINT INVENTORSHIP


- § 116: Inventors may apply for a patent jointly even though … each did not make a 

contribution to the subject matter of every claim of the patent. Each MUST Apply



1.  Joint Inventorship permitted when 2 or more people collaborate, and each contributes to the 

formation or conception of the solution to a problem that comprises the invention 

- for Joint, each only needs to contribute to the conception of 1 part, not the whole



2.  NO Joint Inventorship if the Inventors are totally UNAWARE of each other



3.  Must have some common Period of development or overlap



4.  Large # of inventors is still presumed correct.



5.  Consistency of Inventorship Entity is NOT needed w/ foreign apps (b/c foreign laws differ)




- authorship of an article does not lead to presumption of inventorship



6.  Must get the right inventor(s) or else: i. Patent Invalid, ii. Patent not as defensible



7.  Prov App. only have to get 1 inventor right: NP app must amend to ensure all correct, 

amend under § 256 – get all involved to sign affidavits & state NO Deceptive Intent..

VI.  Inventorship & Interference Proceedings ~ 102(g)


- when 2 or more Inventors Claim the same invention in different patent applications ~ Interference ~


A.  Interference: ????????



Must Show: 

1.  Reduction to Practice Before the other, or 

2.  Conception w/ Due diligence thereafter


B.  Ownership:  Inventor is considered the owner of the patent: 2 exceptions in employment situations:



1.  Employer owns if in employee K.



2.  Where employee is hired to invent something or solve a particular problem ( belongs to 

employer




- Employed to Invent Exception: employer gains ownership when employee is 

specially hired to solve a particular problem or to conduct predetermined experiments at the request of the employer.


C.  Shop-Right: where employee uses the time or facilities (tools of trade) of his employer.



1.  NON-Exclusive & Non-Transferable Royalty Free license to employee’s patented invention



~ Shop-Rights equitable remedy created at common law



2.  Employee still free to license others or use invention himself

VII.  Antedating Prior Art References Under Rule 131


A.  Intro: Antedating a Reference to remove it as prior art is to submit an affidavit or declaration 

satisfying the requirements of Rule 131 of PTO Regs

- Rule 131 ‘swear behind’ prior art {102(a)/(e)} references – applicant obtains an earlier 

invention date that may remove certain prior art references.


B. Requirements: Oath/Declaration alleging facts that “establish completion of the invention in this 

country before the effective date of the prior art”  swearing behind or dating back


* Warning: If the Date of Pub of the Prior Art is more than 1 yr before the filing date of your 

invention – you can NOT date back b/c this would be a 102(b) BAR !


C.  Facts Offered: Must show Completion of the invention prior to the effective date of the reference.



- Completion is shown by : 1) Reduction to Practice, or





2) Conception coupled w/ Due Diligence to Reduction to Practice or filing date



1) Reduces to Practice: easy way is where inventor conceives & inventor reduces to practice 

before the effective date of the reference ~ simply prep a R131 affidavit w/ inventor describing how he reduced to practice – includes reports & lab note book (must have written doc) ~ may introduce evidence of Lab SOPs that effect outcome: must explain any code names used

- Allowed to Re-Dact dates – black out dates & just claim before date of reference



2) Conception w/ NO Reduction to Practice: must show that you had diligence from 1 day prior 

to the effective date of reference to your actual Reduction to Practice or Filing date.

* Show Diligence * How:

i) Best case is if Inventor works on invention full time ~ reas vacation tolerated & 

normal delays tolerated if they are reasonable & can be explained.




ii) Worst case is if inventor takes a year safari in Africa, out of luck, or does research in 

other areas and lets invention sit…

- Use Document (lab entry) showing conception of invention before effective date or Reference



- May use evidence of standard practices (SOPs) by testifying to in an affidavit


D. Prior Art that May be Overcome:



i. Foreign Patents, ii. Publications, iii. U.S. Patents that Do NOT claim the same invention,



- basically all prior art Pubs besides patents claiming the same invention



1.  Effective Date of the Reference is KEY:  Effective when patented or a Printed Publication




~ in the US Patent = filing date




- generally must be Accessible to the Public interested in the Prior Art



* Dissemination & Public Accessibility are both crucial




- Evidence of routine business practices (library catalog technique) sufficient to prove 

that a reference was made accessible before a critical date.



2.  US Patent App based upon a Foreign Priority date:  Date to overcome for prior art US 

Patents is the filing date of the US App NOT the foreign priority date




- In Re Hilmer – US filing date not foreign is effective date of US Patent



3.  Foreign Patent Effective Date = Granting Date


E.  Prior Art the May NOT be Overcome:



1.  Stat Bar under 102(b) ~ prior art pub/patented more than 1 year from filing date



2.  Stat Bar under 102(d) ~ i) app gets foreign patent, & ii) waits more than 1yr to file in the US



3.  US Patent that Claims the Invention ~ Interference Proceeding (provoke an interference by 

copying the claims in the other patent & then point out to the PTO & ask for an interfer)



4.  Can’t use R131 in an Interference proceeding

F.  If SAME INVENTOR or Author of PUB is your Inventor then use Rule 132 Affidavits


- simply show that § 102 is not appropriate b/c the invention is NOT of “another”

-----------------

G. Where R131 won’t apply – see notes – differences between Old/New Rules for WTO & NAFTA 

countries

???

Should we know the basic NAFTA & WTO countries ????



1.  for WTO countries the same rules apply for (R131 & Interference)



* Critical Date is Jan. 1, 1996 – you can ONLY swear back (R131) to this date

??
- NAFTA DATE = Dec 8, 1993, so may swear behind to that date if conceived of in a NAFTA 

country…… Mexico, Canada?

???

2.  R131 Practice ~ shifting/transmitting documents into a WTO country or NAFTA.


H.  Situation where Claims are Narrowed (Amended) & you are now outside of showing of actual 

reduction to practice ranges… It is still sufficient to swear behind w/ R131

??

- ie, Original experiment is conducted at a temp of 125:  but you later discover lower temps are 

better, and you Claim:  A + B ( w/ rxn temp range from 20 to 120 degrees:  but after your 1st experiment at 125 a prior art reference (that Anticipates 102(a)) claims A + B ( D at a temp of at least 140 degrees… **Applicant Should NOT Loose the original RTP Date even if you are no longer claiming the original RTP Temp, ie, still may claim the 125 date as the RTP date.


** Don’t have to have a showing of every element of every claim to achieve RTP

I.  When to Submit R131 Affidavit:  ?? see notes



- after 1st office action



- fight 1st office action - & after next rejection would have to file a CIP



- might be best to file a R131 immediately: Festo – don’t want to amend pat app, destroys 

reference quickly so you don’t have to make any arguments/amendments (pros hist estopell)


J.  R131 does NOT create an admission that the invention is NOT Patentable by PTO / or Court.

VIII.  § 101 Exceptions to Patentable Subject Matter


A.  § 101 has the 4 Statutory classes of invention – any “new and useful”… 


B.  Useful Rejections when Claimed invention is Unbelievable, ie, a A Perpetual Motion Machine


- rejection under 101 when something defies the laws of known nature, as “not useful”



- examples, cures for cancer/aids

~ But if have conception & RTP of an Invention but not sure whether it is USEFUL 

 - Problem: will the RTP be affective to est a RTP date (official) ?

Ans: NO ( B/C inventor does not yet know if compound will be effective.

* Must have evidence that the invention is USEFUL


C.  Patent Office will not normally impose moral & ethical standards of what is useful, 

- like slot machines

??

- Immoral Inventions: 


   ~ so if something sounds awful on exam… chances are it is still patentable, if any legit use.


D.  Pharmaceutical: if drug has any activity at all – may be deemed useful (but inventor still must have 

evidence of that activity)


E.  Computer Programs: after – now OK


F.  Business Method Patents: OK after State Street Bank… 


G.  Laws of Nature / or / Naturally Occurring Substance

??

- ie, methods for testing ~ correlations between properties, and are not patentable.



- New Materials found in nature are NOT patentable: but may claim, ie, method for treating a 

wound, or process for purifying the new material, etc…

IX
ANTICIPATION


Novelty under 102 is typically concerned w/ whether the invention as claimed in the submitted patent 

application is found exactly in a single prior art reference.

A.  Differences in Novelty & Statutory Bar Provisions:


- 102 (a),(e) & (g) – Novelty Provisions: standard for Lack of Novelty is one of strict identity 

between the invention claimed in the application & the prior art reference or activity.



- single prior source must generally contain all of the essential elements of the claim.



- Can NOT combine references


- 102 (b) & (d) – Stat Bar Provisions: force inventor to file w/i 1 yr from the date of the barring 

activity.  Loss of Right to a Patent.


B.  US v. Foreign Activities:



1.  ‘Known or Used by others’ – 102(a) – in the US & territories ONLY


2.  Patented or described in a Printed Publication – Foreign & US


C.  Date of Application v. Date of Invention:  DANGER – Always look for a 102(b) FIRST


* Can NOT date back to avoid a prior art reference more than 1 year form the date of filing 

the application or a 102(b) Stat Bar would be involved.


D. Printed Publication:








pgs 398-401



1.  Publication is key to qualify as a printed publication; must have both:




i) Dissemination, &




ii) Public Accessibility



~ Hybertech v. Abbot Lab. – paper disseminated but recipients bound to keep confidential.




- thus, limited dissem & no public accessibility:



- Proof of Actual Public Access is NOT necessary: but accessibility is Key.



2.  US Patent App that is Abandoned is NOT generally considered a printed pub.; UNLESS:




a.  Another US patent, that gets published or issued as a patent, refers to it.




b.  Date for abandoned application is the date the referring patent is issued



3.  for Effective Date of Publication:

Evidence of Routine Business Practices is Allowable (in accordance w/         )




- ie, mailroom procedures to confirm date of receipt…




a. US Patent – Effective prior art date for Anticipation Rejections is its filing date.



4.  Foreign Patent Application that is Laid Open for public inspection is generally NOT a 

Printed Publication under 102.





        pg 400

- but, exception see Wyer page 400 ( availability for public inspection critical




a. Foreign App that is NOT published is NOT patented (but once it issues or is pub)




b. Foreign apps not deemed to be Patents until they have Exclusive Rights

??


c. If NOT Published only what is ‘claimed’ could be used to reject.

 


-  But, if Published then a rejection would be OK if material was in specification ??


E.  Attacking Prima Facie Case ~ Prior Art Reference Must be Enabling:



- Since anticipation requires the presence in a single prior art ref disclosure of each and every 

element of the claimed invention, arrayed as in the claim.  Prior Art Ref must be Enabling, thus 

placing the allegedly disclosed matter in the possession of the public (viewed from one skilled in the art) ~ may also have a small gap in subject matter if it would be Inherent.



~ does NOT matter if prior art is Nonanalogous (as is required for Obviousness)

F.  Inherently Included in the Reference: (careful ~ prior art would still basically have to describe)

- normally, single prior source must contain all of essential elements of the claim



* But, elements may be Inherent in the Prior Art Reference, if the reference inherently includes 

certain teachings: teachings must be in the patent somewhere, maybe describing in different manner 




- ie, A + B ( C  = prior art ref.




-      A + B ( C w/Z --might be invalid if you can show inherent in the first prior art ref.



* Anticipation may reside even if the prior art reference relied on does not expressly disclose a 

minor aspect of the claimed invention.  ? to ask is whether missing gap could be filled by one skilled in the art by reading the prior art ref & …….

- also, a prior art ref. may include as part of its disclosure technical details of another patent that 

are incorporated by reference therein.



    
         pg. 458


G.  Anticipation & Values/Ranges in Claims 

 



         pg. 488



- A range of values in a claim is considered Anticipated IF a Single Ref. discloses a value or 

values falling within the claimed range.

~ ie, we claim:  A + B at 0-100oC ( C    

or,   
alloy w/ .2-.4 X & .6-.9 Y

      - prior art:  A + B at 50oC ( C : would Anticipate (              .25 X & .75 Y

* Converse is not necessarily true: Prior Art that merely discloses a Range of values and not the 

specific value that is claimed does not necessarily anticipate the claimed value that falls within the range (In re Wertherim).


H.  Anticipation: & Genus / Species Claims (Chem/Bio type):



      pg. 488



- A generic claim is anticipated if any one individual species within the genus is disclosed in 

the prior art.  But, the disclosure of the chemical genus does NOT generally constitute an anticipation of the compound or species falling w/i the genus unless the specific species is also disclosed.  (Rule ~ whatever would infringe if subsequent will Anticipate if Prior)

X.  PRIOR ART FOR ALL OF 102 


102(b) – patented = date of actual patent grant

102(c) – Abandonment – must be an Explicit Act or showing that he was abandoning his invention, 

- the passage of time is not enough.  May require INTENT to Abandon.

102(d) – Must have 2 things:



1) Filing of a foreign patent app > 1 yr before the US filing, by the same party; &



2) FOREIGN PATENT HAS ISSUED !



- ie, Feb 8, 2001 file a Brit Pat ( Feb 22, 2002 No Brit Pat issue yet, Still OK to file in the US

102(f) – Applicant NOT the inventor of the subject matter claimed


102(g) – 2 Applicants claim same subject matter


102(e) Disclosure in a US Patent Application ~ effective as of its (US) Filing Date
- ie, prior art patent must describe the same invention (if claimed ~ 102(g))



* Even for Obviousness rejection, attack & look at each reference individually to defeat




~ ie, look 1st for a 102(b) bar, then look at 102(e) for all patents

- If US Pat claims priority/authority to a foreign Pat, can NOT use Foreign Date, 



* Hilmer ( Do NOT look to foreign priority date as the date of prior art reference





* Thus, foreign filing date can never be the 102(e) filing date



Two General Methods ~ when a PCT is filed, you get the date of entry into the US (national 

phase entry):




1) File a NP & claim your US filing date under PCT as a priority & get the US NP filing 

date as the effective date of reference to be used to defeat other patents.

* filing in the traditional method under 111(a).

~ Must Still be Pending




2) Under 371 may do a Direct Entry into the US - & don’t have to file a NP





- But, the difference is when one enters under 371 they will NOT get that date 

(of entry) or any other date as a 102 date (for a prior art date)

 ~ to be used as a sword to attack other patents) 




    * Effective Date of the patent will be the date of issue/grant in the US *





- If enter the US under 371, one may later file a continuation – then one could 

get that ‘filing date’ as a 102(e) date.


A.  say you have a filing date before Nov 29, 2000 & further are rejected by a 102(e) reference 

that entered into the US (national phase) under 371…    (of course no 102(b) bars apply)


102(e)(2) – App before – (file continuation & get a new filing date, thus under the “New” law )







- if a reference is defeating & entered into the US through 371



   Nov 29, 2000 – key date 



- App After  - would make ‘new’ 102(e)(2) apply & would get rid of the reference



* US Patents Issued directly from International Apps will NO longer be available as prior art 

(102(e)(2)) as of the date the requirement of 371 is met ??

- Precludes use for purposes of effective ???????

102(e)(2) – Was there entry under 371 ( if so, shoots up a red flag b/c under 371 entry date or effective date can be Lost – thus, loosing the date under 102(e).
??- The filing date under 102(e) for a US Pat that entered the national stage via the PCT is the date on which all filing particulars (requirements are met) for entering the national stage were completed.

XI.   112, ( 1 – SPECIFICATION REQUIREMENTS

* Level of Skill of one Skilled in the Art; consider the following:



i) types of previous problems encountered, ii) solutions to those problems and who solved them



iii) how quick innovations are made, iv) sophistication of the technology,

v) education level of other in the field

A.  Enablement ~ 


* How to make and use the invention * Must be Met as of time of Filing Application *

– how to practice invention so one skilled in art will NOT have to use undue experimentation 

– Applicant does NOT have to disclose every aspect of the invention (in a simplistic manner)



1.  Burden is on the Patent Office – Once Burden met it shifts to applicant.

& the Rule is NOT whether the PTO is “enabled” to search the prior art… but rather 

one of skill in the art.



2.  Drawings / Figures may enable (Vas-cath)



3.  Must only be enabling to the invention being claimed; not nec. to all embodiments in spec.




* Claims are NOT Required to Enable the Invention, ONLY the Specification.



4.  Some elements / details may be left out (minor) ~ if one skilled in the art would know to fill 

the GAP ~ same w/ errors if one skilled in art would clearly recognize the mistake.

*BUT, if GAPS would require undue experimentation then NOT Enabling



5.  An Actual Working example (or drawings) are NOT critical factors ~ not nec required

??


- But, w/o a working model…



6.  What is known in the prior art may also satisfy the enablement requirement:




a.  if one would know the req or be reasonably expected to go check the source & learn,





- ie, claims A+B(C:  don’t say how to make A, OK if [OSIA] would know to 

go to a chart to look up or another patent that is incorporated;





- but, if how to make A is in a ‘laid open patent’ in Rodishu- [OSIA] not 

expected to learn this



7.  How to make issues after your patent filing date ~ normally couldn’t be considered;




- But, a later PUB can be evidence of ‘undue experimentation’ or that certain 

parameters are missing that were critical ~ or even that claim was indefinite.



8.  Overcoming Enablement Rejection w/ Evidence of Actual Reduction to Practice



* Submit a Rule 132 Affidavit to prove enablement is met:  find a person w/ less than 

ordinary skill in the art & present them w/ specification & ask them to reproduce the invention &  sign the affidavit, stating:
1) I have less than ordinary skill in the art,

2) I was able to reproduce the invention using only the Patent Application.

3) I had No other contact or Assistance  w/ inventor or patent agent….


9.  Single Supplier/Source Problems. (chemical areas)




- If you don’t know how to make a source material ( then you can’t get a patent, b/c 

you fail the enablement requirement ~ try finding another source or reverse engineering



10.  Biological Inventions ~ Need Certain ‘new’ micro-organisms (ie, beer using a new yeast)

- In order to Enable the micro-organism portion you could put the biological material on Deposit w/ the US Dept. of Agriculture so the public could eventually practice the invention.

* Don’t need to make the Deposit before filing date anytime before patent issues ~ to 

make the deposit



11. Incorporation by Reference – incorporate any prior art document into the patent spec. to 

teach whatever it is you are trying to enable or teach.  

- language, “Incorporate …. herein by Reference”: Everything that is taught in the prior 

art reference is incorporated.

1) Issued US Patents & Allowed Patents w/fee paid = may always be incorporated

2) Any other document publicly available  (Even Abandoned US Patents) = only incorporated when the teachings are non-essential to enablement.


* Actually copy into the text of your patent application ~ keeps the door open 

for everything these references/documents teach if later it is deemed necessary



- NO Requirement that the reference be publicly available at the time of filing (same w/ 

foreign ref) so long as it is publicly available when the patent issues.




* Continuations – straight or in Part ( by claiming priority to a prior; but must 

???


explicitly incorporate by reference all their teachings. 





- ie, if you file a Divisional Patent App & are missing 2 pages you could copy 

those pages in since you have already incorporated everything by reference.



12.  Perpetual Motion Machine ~ type inventions could also be rejected under enablement as 

well as § 101.


B.  Written Description

1.  Purpose: of the written specification requirement is to ensure that the scope of the right to 

exclude, as set forth in the claims, does not overreach the scope of the inventor’s contribution to the field of art as described in the patent specification.



2.  **the patent specification “must clearly allow persons of ordinary skill in the art to 

recognize that the inventor invented what is claimed.” as of the filing date. 




- Inventor may draft claims as broad as the prior art will allow, so long as they are 

supported by the specification.

- Not every aspect of the invention must be included in the claims…



3.  Problem arises when claims are amended and broadened (also look for temps or ranges)




* Claims are NOT Required to meet the written description requirement

4.  *If you add a new element to a claim you must file a CIP & loose your original filing date

??


- But, if NOT supported by the original Spec. – may not want to file a CIP;




- b/c Patent Runs from the original filing date but you only get the date that the new 

material is added.



5.  Drawings may satisfy the written description requirement (Vas-cath)




~ also if drawings are thorough enough you could use them to amend the specification 

& not fail the § 132 New Matter Prohibition.



6.  Look for Rejection of a claim b/c it does not meet the written description requirement – 

claim do NOT need to provide a written descript. only the specification. 



7.  Example of Ranges & what must be disclosed in Spec. for claim to be Supported




- PH of an element: prior art = ~ higher than 9.0




- our invention: want to claim PH = 1.0~3.0– 1 example at 2.0 that actually works




- can we claim about 2.0?




a) if spec. only discloses a working example of 2.0 then the range 1.0~3.0 would NOT 

be supported.

3pts required for
b) But If ( In Spec. working examples at 1.0, 2.0 & 3.0 ( could you amend the spec 

interpolation  


to say that the process could be done in the range or is this NEW MATTER and 

prohibited?





* It is NOT New Matter




c) But If – working example of only PH of 1.0 & 3.0 – this would be New Matter to 

amend specification (must have 3 points to interpolate) 



8.  If a Spec says any temp between 50 – 150, then claiming a narrower range would be OK




- But, changing claim to read “below 100” is NOT allowed – b/c that would include 

everything below 100 (ie, 30), this is too broad and NOT supported.


C.  Best Mode:



1.  Considered as of the time of filing the app - (Subjective Analysis) ~ what the inventor 

though was the best mode at the time of filing for the patent.




~ working example – the best you have will typically meet the requirement



2.  Can’t hold back trade secrets 



3.  Don’t have to account for things learned after filing the patent app. ~ ie, no duty to amend



4.  Usually the PTO will have to have extrinsic evidence that will come up in Litigation only.



5.  Best Mode & Continuation Practice: §119 filed foreign & claiming priority – included best 

mode at the time of filing the foreign app, you do NOT need to update when filing the US Application
XII.   112, ( 2 – CLAIMS

A.  


B.


C.


D.   Optionally:  A + B + ‘optionally’ C – how different is this than just: A + B



= NO Difference whatsoever, ‘C’ does NOT help distinguish over prior art



- close ended ( good to use w/ to get around prior art:



- Composition which consists of A + B + optionally C  -- with closed ended language avoids 

competitors being able to ‘add’ ‘C’ & avoid infringement, add as many optionally as you know …   “May Include” = “Optionally”


E.  Trademarks Used in Claims: Trademark designates a source of origin 

– not necessarily a type of product ( thus, Renders Claim Indefinite under 112 ( 2
F.  Multiple Dependant Claims do NOT render invalid ~ Unless dependant upon another multiple 

dependant claim…  ~ pg. 911.


G.  Definiteness Requirement applies to the PREAMBLE of Claim ~ pg 909-10


H.  Claim may reference another claim to define a claim limitation ~ pg. 910


I.  Claim may generally reference more than one statutory class of invention (ie, machine, article of 

manuf., composition, process) so long as the claim is directed to a single statutory class of invention:  Claim will be Indefinite if it appears to be directed to more than one statutory class of invention. ~ pg 912

- Hybrid Claims:  ref more than 1 stat class of invention:  Product-by-Process claims OK


J.  Product-of-Use Claims: claims that involve new ways to use materials to achieve a new result 

~ use of “ing” – action words will normally satisfy indefinite requirement

pg. 913

K.  Omnibus Claims will be rejected as Indefinite – “a device substantially as shown and described”

L.  Kit or Assembly Claims: A claim directed to an invention comprising an assembly of components 

is NOT considered Indefinite merely because all components of the assembly are NOT required to be assembled in the claim.







pg. 917


~ 

XIII.  § 103 – NONOBVIOUSNESS ~ Consider the Prima Facie Case of Obviousness & how to Defeat

A.  Modern Standard of Nonobviousness of § 103:  Graham v. John Deere
* Basic Test is whether the teachings of the prior art, taken as a whole, would have made 

obvious the claimed invention.  The prior art as a whole must suggest the desirability of making the combination ~ some teachings to combine art.   A matter of law – legal conclusion.

The Standard of Nonboviousness is applied in 3+1 Steps:   (Factual Inquiries)



1) The scope and content of the prior art are to be determined



2) Differences between the prior art and the claims at issue are to be ascertained



3) The Level of Ordinary Skill in the pertinent art must be determined

CAFC add on
4) Secondary Considerations
* In the light of that 3-stage process, one can decide whether the differences revealed in the second stage are nonobvious.

1) The scope and content of the prior art are to be determined:



a.  Prior Art determined from: i. Disclosure by patentee (citations to prior art and a statement 

of how the invention is a significant advance over the prior art), & ii. PTO cited references

b.  1st Step is to survey the Scope and Content of the Prior Art, defining which prior art is 

both Applicable & Relevant

- Relevant/Applicable prior art must be that which is either:





i.  Pertinent to the Invention, or



ii. Analogous to that which is clearly pertinent



c.  Prior Art is NOT limited to one narrow area or commercial area.

* There must be some teachings to combine the prior art? * & Knowledge to combine art can NOT 

come from the application/invention itself – can’t use the applicants own specs and claims

Prior Art = 
The basic mechanical or scientific field applicable to the claims even though the people 

in that technical field ordinarily might not work in the relevant commercial area.



> thus, includes analogous areas –those arts to which a person skilled in the directly pertinent 

art reasonably would refer in order to solve the problem.



> Analogous Arts – technological areas judged sufficiently germane to that of the claimed 

invention.  2 Criteria for determining whether prior art is Analogous:

1) Whether the art is from the same field of endeavor

2) If not, then whether the reference still is Reasonably Pertinent to the particular 

problem w/ which the inventor is involved.

d. Compare ~ Novelty (Anticipation § 102) Prior Art may come from any field.

*** Remember for a OBVIOUS Rejection: You only need to Defeat either: 1 Reference or the 

Combination of the References ~ always look at both ***

2) Differences between the prior art and the claims at issue are to be ascertained:

 *** Test is NOT = was it Obvious to Try this combination ***



a.  Test = Whether the combined teachings of the prior art, taken as a whole suggest the 

modifications to the person of ordinary skill in the art.

- What the Reasonable person skilled in the art would have known – as of an objective 

time in the past - “at the time the invention was made.” (Nonobv judged)





> dangerous b/c w/ knowledge of the invention, it is easy to believe that certain 

prior art or knowledge make the invention obvious.

> Prior Art must NOT be read into the very teachings of the invention at issue


b.  NO “flash of genius required” could be an accidental or lucky discovery.



c.  If a Rejection for Obviousness – the results (said to be obvious) need to be predictable w/o 

Undue Experimentation.

3) The Level of Ordinary Skill in the pertinent art must be determined



a.  The level of skill must be accessed and applied to the invention itself.



b.  Functional inquiry applying to the invention as a whole.

c. CAFC provided the following list of factors to be considered in determining the level of 

ordinary skill in the art:  (Environmental Designs)
1) the educational level of the inventor

2) type of problems encountered in the art

3) prior art solutions to those problems (best indicator overall)

4) rapidity with which inventions are made

5) sophistication of the technology

6) education level of active workers in the field.



>Accused Infringer will seek to prove high level of skill in the art: Patent Holder a low level



e.  What is the Knowledge Base of One skilled in the Art?  (In re Winslow)




> § 103 Presumes full knowledge by the inventor of the prior art in the field (on wall)

4) Secondary Considerations (Objective Tests of Nonobviousness) … CAFC add on




> Factors must be considered (highly relevant), but don’t control the obviousness conclusion.



> Objective evidence from the 3 part test will weigh heavier (2d Fs used more in close cases).


a.  Factors to Consider:



> All factors must have some “nexus” to the inventive characteristic.

1) Commercial Success – must be a sufficient relationship between the comm. success & the 

patented invention (a nexus- A legally & factually sufficient connection)

2) Failure of Others – been deemed “virtually irrefutable” evidence of nonobv, 



3) Long Felt Need – did invention solve some long-standing problem 


4) Copying of Others – especially when the accused infringer did not copy any other 

prior art, can be strong evidence of nonobv (how identical are the products?)



5) Licenses–evidence of extensive licensing may be persuasive of industry respect for invent.



6) Unexpected Results – did experts in the field believe the results were possible?

> did the prior art teach away from the discovery 

** Combination Rejection:





Also, Look for common inventors

1) Argue 1 Reference is Inappropriate,


* 103(c) – 102(e) prior art shall NOT

AND







preclude pat where owned by the same


2) Argue that the combo is also Inappropriate

person or obligated to assign invention
Foreign Priority ~ § 119

A.  Applicant may claim foreign date for priority if w/i 12 months 


B.  Reciprocal ~ Eligible Foreign Country 


C.  Foreign Apps must still provide support from a 112 standpoint


D.  Example Problems:  § 119 Problems with Foreign Filing Dates:



1.  Have an offer for sale in the US,



2.  then file a French Patent Application (say 8 months after offer for sale)



3.  then file a US Pat App, claiming priority from the French (say 8 months after French app)



~ Would still be a 102(b) BAR – offer for Sale.


* Major Exception: if file under PCT ~ PCT Filing date is given Priority for BARS


1. ie, (offer for sale in US) ~ 11 months ~ (file PCT) ~ 11 months ~ (file in US) = NO BAR



~ Foreign Filing Alone will NOT toll Grace period ~ 

 
E.  Under 119 must file a certified copy of the foreign patent in the US before the issuance of the US 

Patent – also, filed to get around (or behind) a prior art reference.

 DOUBLE PATENTING:


- policy – prevents extension of patent life ~ by filing a string of continuing apps…


A.  Foundation: § 101 = entitled to ‘a’ patent: 1 invention = 1 patent rule


B.  What is the Same Invention: Statutory Type Same Invention or Obviousness Type ?



Tests for Each: 








pg. 982-9

1) Statutory Type Double Patenting ~ Same Invention DP: Whether 1 of the claims could be 

literally infringed w/o literally infringing the other claim in the other patent.  If it could be, the claims do NOT define identically the same invention.: In re Vogel
~ 2 way test – if u find a way to literally infringe 1 w/o the other then u are home free.

2) Obvious Type DP: Obvious Variation: Nonstatutory Type DP~ claiming obvious variation




a. Improvement Invention: not obvious in light of other claims ~ look at whether one 

skilled in the art would hold the claimed matter obvious after looking to the claims.

* Must ONLY Look to the Claims * 

- Specification can Only be used to interpret the meaning of the claims.

2 way test: (from In re Braat)  But only apply 1 way test 



1) Look at the claims in the pending application – Are they obvious in light 

of the claims of the issued patent to one skilled in the art?





2) Are the claims in the now issued patent obvious in light of the pending 

application claims ~ if NO then Obvious Type DP does NOT apply.



- will arise in a situation where a pioneering invention is claimed broadly - & an 

improvement thereof is later filed w/ narrower claims but issues 1st b/c claims are narrower… but original ‘broad’ patent is still pending & is then rejected ( examiner would give an Obviousness Type DP Rejection.

b. – If the application claim is not patentably distinct then the Applicant’s must file a 

Terminal Disclaimer which:



i) causes 2nd patent to have an expiration date same as the 1st.



ii) requires the owner of patent not to divest ownership of the earlier patent w/o 

the later patent (both must be under same ownership) 




c.  Divisional App – If filed in a response to a restriction requirement ( then DP 

rejection would not be permitted.


d.  Situation where applicant unjustifiably delays examination of the earlier filed patent 

application… those acts could prevent application of 2 way test: why ( would create a situation where the applicant ties up patent & basically extends the life  




e.  Examiner sees applicant has 2 copending Apps claiming obvious variations of the 

same inventions, PTO would give a Provisional DP rejection.  2 Approaches:

1) File a terminal Disclaimer,

2) Sit.  PTO will allow 1 to issue & reject the other for DP at that point.




f.  Filing a Terminal Disclaimer: may be filed at any point during prosecution of during 

the life of the patent.


Restriction Requirement Practice:

a.  PTO – proper if 2 or more sets of claims fall into separate classifications of art & req a different field of search .

b.  Examiner makes applicant make an ‘Election of Species’


- [ie] call for a metal in claim 1 in Spec – say metal can be 3 different metals – examiner 

may make you choose 1 ‘election of species’ – so when searching the prior art the examiners know which way you will be amending your claims… loose flexibility-forced to make an election of claims, so:



* Always make the Election with Traverse, to later fight legitimacy of the Restriction Req:




1) Show examiner is wrong,




2) Actually does fall within the same field of search  - tough showing to make – 

examiners given much latitude in deciding class.



* other approach, effective 100% but risky – make an admission on the record that one class of 

groups is not Patentably Distinct from the other class – but if examiner finds prior art invalidating 1 group/class then all would be invalidated.


???????? more in notes

DESIGN PATENTS


A.  Protects New, Original, & Ornamental design configurations or shapes of articles



- Can NOT be exclusively for a surface decal, must be an article of manuf. w/ an aestic appeal, 

* ie, ornamental design must be inseparable from the object to which it is applied to be patented (design must be embodied in an article of manuf.)



- Not the same standard of Utility: Only Unique & Ornamental Required.

B.  Right of priority w/i  6 months


C.  Design Patent Life = 14 years

D.  Should be visual in its Normal Use:  Not a Hard & Fast Rule ~ Exception ‘hip-socket case’ ---

E.  Must Be Primarily Ornament & NOT FUNCTIONAL




pg. 1029


1.  Is the appearance of the Claimed design dictated by the use or purpose of the article.


2.  Is the design essential to the use of the article




pg. 10323. 

3.  May also serve some utilitarian purpose ~ but can’t be primary.


F.  § 112 - Drawings themselves are the sole support & comprise the metes & bounds of invention.



- Consideration is given to the # and types of views.

Solid Lines = What is being claimed



Dotted Lines = Not part of the Claimed Invention



* Color Drawings are now permitted as of Dec 1, 1997.


G.  Novelty Rejection ~ Anticipated if an insignificant modification of an already existing design

1.  Prior Art – Need not be Analogous:  Prior Art under 102 – To overcome a Novelty 

Rejection – Differences Must exist between the claimed design and that shown in the prior art that would NOT be apparent to an ordinary observer.




* Point out differences between the claimed design & that of the prior art that would 

establish a preference for one design over the other in the eyes of an ordinary observer.


H.  Obviousness ~ 103


1. Combining features of several unrelated design features is NOT allowed ~ 103 prior art must 

be Analogous.



2.  Prior Art teachings must teach the ‘overall appearance’ of the design




- the piece of prior art must show the total/whole visual affect of the claimed design 

otherwise, applicant can argue prior art doesn’t teach the overall visual effect of the ornamental design.




- NO piecemealing to achieve the ‘total image’ 

PLANT PATENTS


A.  Must be Able to Asexually Reproduce & to Cultivate the Plant.


B.  Can NOT Be:



1) Tuber  (potato or artichoke)



2) 



3) Bacteria


C.  May also obtain a Utility Patent for the Process or even the Plant Itself


D.  File 2 original copies of application 



* both copies need to be in COLOR


E.  Specification Must point out differences in other prior art – must point out the area where 

discovered and the soil type if applicable.



- In Description – use terms known & accepted in Botany to describe characteristics.


F.  May be REQUIRED to give a specimen to the examiner – if not possible must make plant available 

to the examiner where grown.


G.  Patent is directed to the plant itself, NOT the Fruit of the plant. (ie, big walnuts) & NO fruit from 

the plant is patentable.


H.  Must Register a new name for that variety of plant.

REEXAM:

A.


1.  Exparte: Requested by a 3rd Party:



i) files request



ii) PTO will consider & then issues a statement



iii) Patent owner may:




a) Respond under R.530 & if patent owner does respond - 3rd party may further refute




b) Not Respond – thus no chance for 3rd party to respond (gets them out of picture)



iv) Patent office must issue a decision on the merits


* In Reexam – the patent owner may only file their own statements – may file anything but all 

statements need to be their own.


2.  Interparte: Requestor (3rd party) is allowed to participate & file responses/rebuttals ~ & may also 

file briefs upon appeal.

a.  Dangerous because: i) more expensive – @ $8800 to file request, 

ii) Forever estopps the 3rd party requestor from claiming or bringing up other prior art that 

could have been considered or brought up during the reexam action.  

B.  Request for reexam can only be filed after the patent issues & during the period of enforceability (up to 6 

yrs after the expiration) .

C.  Reexam ONLY Predicated on Prior Art Patents or Printed Pubs Not before considered 

-(can’t call up or try to use the same reference from Protest or other Reexam)

D.  BASIS for Reexam: Must present a Substantial New Question of Patentability 

E.  If Granted the Patent Owner is Given 2 Months to file a statement (but doesn’t need to file a statement)

~ If at the end of the time for Response = 2 months ~ you desire an extension – you have to petition 

and persuade the group director ~ usually requires a ‘compelling’ reason for an extension of time.

F.  If party is denied a Request for Reexam- they may petition the examiner under Rule 515 – turned over to 

group director and examiners decision is reviewed de novo.  

REISSUE:

If you cancel claims ~ you are precluded from Recapturing the material in a Reissue:


- same w/ narrowing claims; ie, claimed range X to Y narrowed from X to Z.


* once given up & patent issues w/ NO continuing application ~ you are Done.

PROTEST:

Protests by a member of the Public against pending applications will be referred to the examiner in charge…

A.  Very time consuming and complex ~ Usually only way you know to protest is if it is filed in a 

foreign country first.


B.  Basis of Attack: can be any basis



- can explain prior art w/ affidavits from experts



- can show inherencies in the prior art



- ie, can even attack application on violation of duty of candor or Inequitable Conduct




~ patent office won’t consider this, they will only file it.


C.  Protest must be submitted before (whichever of the following occurs first):

1.  Date Application is Publication, or

2.  The Mailing of a Notice of Allowance

~ can’t file afterwards ~

D.  & Protest must be served on the Applicant, or, 2 copies submitted to PTO if not possible

E.  Protest w/i 2 months of reissue app. – file & you are done: Other side, NO duty to respond


- only obligated to respond to PTO Office Action
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